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I) ^ Responsive to communication(s) filed on 14 October 2005 . 
2a)D This action is FINAL. 2b)[g| This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 


1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 2, 5 - 9, 13 - 16, 21 -34, and 36-43 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Van Eps (1,364,466) in view of Young, Jr. 
(5,052,269). Regarding independent claims 1, 8, 23, 34 and 43, Van Eps discloses the 
use of a banjo having a head (2) having an opening (15) positioned over a means (16) 
to increase the volume. Means (18) provide for adjustment. Van Eps does not disclose 
the use of a pickup system extending through the head nor the use of a preamplifier. 
Young discloses the use of a pickup system (fig. 4) extending through the sound hole 
(27) of an acoustic guitar (see Abstract). Official Notice is taken that the use of 
preamplifiers when amplifying acoustic instruments is notoriously well-known (for 
example, in the previous Office Action, the patent to Ikuma discloses a preamplifier). It 
would have been obvious to one of ordinary skill in the art to combine the teachings of 
Van Eps and Young to obtain a banjo, having a pickup extending through the head. 
The motivation for making this combination would be to provide a banjo having a 
vibrating membrane wherein a pickup could be positioned in such a way as to be closer 
to the strings thus providing a "hotter" pickup signal. The element 20 of Young is 
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functionally equivalent to the stabilizing/tension bar of the Applicant. While it may not 
provide tension per se, it is located in precisely the same location as the Applicant's 
tension bar and one of ordinary skill would certainly think to mount a pickup to a tension 
bar. Regarding claims 2 and 9, Young discloses a hole wherein the pickup is "received" 
(see fig. 4). Regarding claims 5 and 13, stabilizer bars are shown in Young as element 
20 (furthermore, given the nature of the banjo head, one of ordinary skill would think to 
mount the pickup on elements 9, 12, or 13 of Van Eps). Regarding claims 6 and 14, 
lead wires are inherent in any pickup system. Regarding claim 7, element 25 of Young 
is used as an adjustment. Regarding claims 15, 16 and 24, the use of humbucking 
pickups is notoriously old and well-known to reduce noise from external sources of 
electromagnetic radiation, one of ordinary skill would think to use humbucking pickups 
as a design choice (furthermore, Young shows two two-coil pickups, this type of two-coil 
pickups is generally used to show two noise-canceling, i.e., humbucking, pickups). 
Regarding claims 25 - 29, 41, and 42, the mounting structure and method (i.e., nuts, 
bolts, springs, clips, etc.) are deemed to be within the scope of one of ordinary skill. 
Regarding claims 21, 30, 33, 36 and 39, as stated supra, the use of a preamp in 
amplifying acoustic instruments is notoriously well-known and is deemed a design 
choice. The controls 28 are volume (balance) and tone. Regarding claims 22, 31 , 32 
and 38, Young discloses two pickups, each having a portion within the instrument (23, 
fig. 4). Regarding claim 34, placing the preamp in a box is deemed to be mere design 
choice (as is shape, i.e., the Applicant has not provided any information as to why a 
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curved box is critical). Regarding claims 37 and 40, by balancing (by controlling the 
knobs) between each pickup, Young presumably would alter the tone. 

3. Claims 3, 10, 11, 17, and 20 and are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Van Eps in view of Young and Nyack, Jr. et al. (4,602,547). The 
teachings of Young and Van Eps have been discussed supra. Neither Van Eps nor 
Young disclose the use of a plural holes to accommodate plural "heads" (i.e., cores or 
pole pieces). Nyack discloses a planar surface (24) having plural holes to 
accommodate plural "heads" (compare figs. 4 and 5). It would have been obvious to 
one of ordinary skill in the art to combine the teachings of Young, Van Eps, and Nyack 
to obtain a pickup system for a banjo wherein plural cores are exposed to the strings via 
plural holes. The motivation for making this combination is to maintain a larger surface 
area of the banjo head to prevent any degradation of the acoustic, unamplified tone of 
the instrument. 

4. Claims 4, 12 and 19, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Van Eps in view of Young and Cox (4,213,368). The teachings of Young and Van 
Eps are discussed supra. Neither Young nor Van Eps disclose the use of a reinforcing 
layer disposed about the hole. Cox discloses a hole in a banjo head having a 
reinforcing layer (4' and 4", fig. 2; col. 3, lines 1 - 3). It would have been obvious to one 
of ordinary skill in the art to combine the teachings of Young, Van Eps, and Nyack to 

obtain a banjo having a reinforced hole. The motivation for making this combination is 

f 

that by reinforcing tfoe hole, tearing and splitting are avoided. 
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Response to Arguments 


5. Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

6. The crux of the Examiner's rejection is this : Van Eps discloses adding a sound- 
hole to a banjo. Young discloses placing a pickup through a sound-hole. One of 
ordinary skill would certainly think to combine these teachings to obtain Applicant's 
invention. The Examiner notes that many limitations within the claims are drawn to 
elements such as "lead wires extending from the pickup to the exterior..." (claim 6), 
"adjustable pick-up heads" (claim 7), "humbucking pickup" (claim 15), a preamplifier, 
and "volume, tone, and the balance" controls (claim 30), "a second pickup," a "box for 
holding ...amplification circuit," a "tone control" (claim 37), etc. Such features are 
notoriously old within the art and are common place in any commercial electric stringed 
instrument. $ 


Conclusion 

7. The prior art made of record and relied upon is considered pertinent to 
applicant's disclosure. The patents to Carter (555,636) and Gardie (1 ,424,296) are cited 
to show banjo heads with sound holes beneath the strings. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David S. Warren whose telephone number is 571-272- 
2076. The examiner can normally be reached on M-F, 9:30 A.M. to 6:30 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Martin can be reached on 571-272-2800 ext 37. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications tnay be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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